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DETAILED ACTION 

Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-4, drawn to a method for producing a stable dry homogenate of a 
transgenic plant expressing heterologous protein, classified in class 800, 
subclass 288, for example. 

II. Claims 5-8, drawn to a stable dry homogenate of a transgenic plant, 
classified in class 424, subclass 132.1, for example. 

III. Claim 9, drawn to a method for preventing a pathogenic disease in an 
animal, classified in class 800, subclass 288, for example. 

IV. Claims 10-11, drawn to a method for delivering a transgenic protein to an 
animal, classified in class 424, subclass 439, for example. 

V. Claims 12-26, drawn to a method of contraception, classified in class 424, 
subclass 84, for example. 

VI. Claims 27-35, drawn to a method of inducing mucosal immune response, 
classified in class 424, subclass 434, for example. 

VII. Claims 36-58 and 67-69, drawn to a transgenic plant, plant cell or a 
pharmaceutical composition comprising a nucleic acid encoding a 
contraceptive, classified in class 435, subclass 468, for example. 

VIII. Claims 59-64, drawn to a plasmid vector, classified in class 536, subclass 
23.5, for example. 

IX. Claims 65-66, drawn to a food composition, classified in class 800, 
subclass 278, for example. 
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The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as process and product made. The inventions in 
this relationship are distinct if either or both of the following can be shown: (1) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the transgenic plant can be made by another 
and materially different process, such as isolation of a plant cell from a transgenic plant 
and subsequent regeneration into a transgenic plant or cross hybridization of a non- 
transgenic plant with a transgenic plant and subsequently selecting transgenic plants 
from the segregating population. 

Furthermore searching the inventions of Groups I and II together would result in 
undue search burden. Searching the invention of Group I would involve search for art 
pertaining to different methods of making a dry homogenate from a transgenic plant 
material. Searching the invention of Group II would result in additional search burden 
for the art pertaining to pharmaceutical^ acceptable carrier for the transgenic 
homogenate comprising a heterologous protein. Accordingly, search for the inventions 
of Groups I and II are not coextensive. 

Inventions l-ll and lll-VII are patentably distinct. Inventions of Groups l-ll do not 
require preventing a pathogenic disease as required by the Group III, do not require 
delivering a transgenic protein to an animal as required by the Group IV, do not require 
contraceptive polypeptide as required by the Groups V and VII, and do not require 
mucosal immune response as required by the Group VI. Furthermore, searching the 
inventions of Groups l-ll and lll-VII together would result in undue search burden. For 
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example, searching the inventions of Groups III, IV, V, VI or VII would result in 
additional search burden for searching the art pertaining to preparation of transgenic 
homogenate that prevents pathogenic disease (Group III), art pertaining to delivering a 
transgenic protein to an animal (Group IV), art pertaining to contraceptive polypeptides 
produced in plants (Groups V and VII) and art pertaining to a method of making a 
transgenic composition that induces mucosal response in animals (Group VI). 
Accordingly, art search for the inventions of Groups l-ll and lll-VII are not coextensive. 

Inventions l-ll and VIII are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1) the 
process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product. See MPEP § 806.05(h). In the instant case, the plasmid 
vector can be used in a materially different process of using that product, such as a 
hybridization method. 

Inventions l-ll and IX are patentably distinct. Inventions of Groups l-ll do not 
require a food composition comprising transgenic plant derived material that induces 
mucosal immune response in an animal and reduces the average number of offspring 
produced by said animal. Furthermore, searching the inventions of Groups l-ll and IX 
together would result in undue search burden. Searching the invention of Group IX 
would involve an additional search for the art pertaining to food composition derived 
from transgenic material that has contraceptive properties when administrated to 
animals. Accordingly, search for the inventions of Groups l-ll and IX are not 
coextensive. 
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Inventions III and IV are patentably distinct. Invention of Group IV does not 
require administering a pharmaceutical composition in an animal to prevent a 
pathogenic disease as required by the invention of Group III. Furthermore, searching 
the inventions of Groups III and IV would result in undue search burden. Searching the 
invention of Group III would result in searching the art pertaining to methods of making 
a transgenic composition that prevents pathogenic diseases in animals. Accordingly, 
art search for the inventions of Groups III and IV are not coextensive. 

Inventions lll-IV and V-VII are patentably distinct. Inventions of Groups lll-IV do 
not require contraceptive polypeptide as required by the Groups V and VII, mucosal 
immune response as required by the Groups VI and VII. Furthermore, searching the 
inventions of Groups lll-IV and V-VII together would result in undue search burden. For 
example, searching the inventions of Groups V, VI, or VII would result in additional 
search burden for searching the art pertaining to contraceptive polypeptides produced in 
plants (Groups V and VII) and art pertaining to a method of making a transgenic 
composition that induces mucosal response in animals (Groups VI). Accordingly, art 
search for the inventions of Groups lll-IV and V-VII are not coextensive. 

Inventions VIII and lll-IV are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1) 
the process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product. See MPEP § 806.05(h). In the instant case, the plasmid 
vector can be used in a materially different process of using that product, such as a 
hybridization method. 
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Inventions lll-IV and IX are patentably distinct. Inventions of Groups lll-IV do not 
require a food composition comprising transgenic plant derived material that induces 
mucosal immune response in an animal and reduces the average number of offspring 
produced by said animal. Furthermore, searching the inventions of Groups lll-IV and IX 
together would result in undue search burden. Searching the invention of Group IX 
would involve an additional search for the art pertaining to food composition derived 
from transgenic material that has contraceptive properties when administrated to 
animals. Search for the inventions of Groups lll-IV and IX are not coextensive. 

Inventions V and VI are patentably distinct. Invention of Group V does not 
require inducing mucosal response in an animal as required by the invention of Group 
VI. Furthermore, searching the inventions of Groups V and VI together would result in 
undue search burden. Searching the invention of Group VI would result in searching 
the art pertaining to methods of inducing mucosal response in animals. The art search 
for the inventions of Groups V and VI are not coextensive. 

Inventions VII and V-VI are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1) 
the process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product. See MPEP § 806.05(h). In the instant case, the plant 
cell can be used in a method of isolating and purifying the transgenic polypeptide for 
protein characterization. Furthermore, searching the inventions of Groups VII and V-VI 
would result in undue search burden. The invention of Group VII would require 
additional search for art pertaining different pharmaceutical compositions comprising 
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processed transgenic plant parts mixed with any saponin adjuvant. The search for the 
inventions of Groups VII and V-VI are not coextensive. 

Inventions VIII and V-VI are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1) 
the process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product. See MPEP § 806.05(h). In the instant case, the plasmid 
vector can be used in a materially different process of using that product, such as a 
hybridization method. 

Inventions V-VI and IX are patentably distinct. Inventions of Group IX requires a 
food composition comprising a portion of transgenic plant derived material that induces 
mucosal immune response in an animal and reduces the average number of offspring 
produced by said animal. The invention would require extensive search for art 
pertaining to making different type of food compositions that can be ingested by 
animals. This would further encompass art pertaining to different types of ingredients 
that must be mixed with a portion of transgenic material so that said food composition is 
edible and ingested properly by the animals. However, inventions of Groups V-VI have 
no such requirement for making edible food composition. Furthermore, searching the 
inventions of Groups V-VI and IX together would result in undue search burden. 
Invention of Group IX would involve additional search for the art pertaining to different 
methods of making edible food compositions. Accordingly, art search for the inventions 
of Groups V-VI and IX are not coextensive. 
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Inventions VII, IX and VIII are unrelated. Inventions are unrelated if it can be 
shown that they are not disclosed as capable of use together and they have different 
designs, modes of operation, and effects (MPEP § 802.01 and § 806.06). In the instant 
case, the different inventions have different modes of operation, functions, and effects. 
The product of Group VIII does not require transgenic plant of Group VII or food 
composition of Group IX. The plasmid vector of Group VIII can be used in a process, 
such as hybridization, that does not require plants of Group VII. A search for the 
plasmid vector comprising a nucleotide sequence of Group VIII may not reveal 
information concerning the transgenic plant of Group VII or food composition of Group 
IX. 

Inventions VII and IX are patentably distinct. Inventions of Group IX requires a 
food composition comprising a portion of transgenic plant derived material that induces 
mucosal immune response in an animal and reduces the average number of offspring 
produced by said animal. The invention would require extensive search for art 
pertaining to making different type of food compositions that can be ingested by 
animals. This would further encompass art pertaining to different types of ingredients 
that must be mixed with a portion of transgenic material so that said food composition is 
edible and ingested properly by the animals. However, invention of Group VII has no 
such requirement for making edible food composition. Furthermore, searching the 
inventions of Groups VII and IX together would result in undue search burden. 
Invention of Group IX would involve additional search for the art pertaining to different 
methods of making edible food compositions. Accordingly, art search for the inventions 
of Groups VII and IX are not coextensive. 
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Claims 18, 19, 30. 31, 40, 41, 50, 51, 60 and 61 are generic to the following 
disclosed patentably distinct species: Zona pellucida glycoproteins, ZP1, ZP2, ZP3, 
ZP4, GnRH, LHRH, LH, LDH and anti-sperm agents. The species are independent or 
distinct because these species are made up of different amino acid sequences which 
are chemically and structurally distinct compounds. Applicant is required under 35 
U.S.C. 121 to elect a single disclosed species from the list cited above, even though this 
requirement is traversed. Applicants are advised that a reply to this requirement must 
include an identification of the species that is elected consonant with this requirement, 
and a listing of all claims readable thereon, including any claims subsequently added. 
An argument that a claim is allowable or that all claims are generic is considered 
nonresponsive unless accompanied by an election. 

Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art in view of their different 
classification and divergent subject matter, restriction for examination purposes as 
indicated is proper. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vinod Kumar whose telephone number is (571) 272- 
4445. The examiner can normally be reached on 8.30 a.m. to 5.00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached on (571)272-0975. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





